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QUESTIONS AND ANSWERS ABOUT PATENTS 
FOR INVENTIONS 


To assist inventors and the public, the Canadian Patent Office has assembled answers to 
the following common questions often put to it about patenting inventions in Canada. 


Il. Q. What is a patent? 


A. A patent is a grant by the Government of Canada giving an inventor the right to exclude 
others from making, using or selling his invention within Canada. 


2. Q. What is an invention? 


A. An invention is any new and useful process, machine, manufacture or composition of 
matter, or any new and useful improvement thereof. 


3. Q. What subject matters are dealt with by Copyrights, Industrial Designs and Trademarks 
rather than by Patents? 


A. Copyrights deal with original literary, musical, dramatic and artistic works. The term of a 
Copyright is for the life of the author plus 50 years. 


Industrial Designs deal with original ornamentation of any article of manufacture. This 
includes any shape, feature or ornamentation, the object of which is an aesthetic effect. 
Functional or utilitarian features may not be the subject of an Industrial Design. The 
term of an Industrial Design is for 5 years and is renewable for an additional 5 years but 
no longer. 


Trademarks deal with marks used to distinguish a particular article or service from other 
similar articles or services. The term of a Trademark is for 15 years and is renewable every 
15 years indefinitely. 


4. Q. Howlong isa patent effective? 


a 


Seventeen years from the date on which it is issued. 


5. Q. Once a patent has been issued, are any further fees required to keep it in force? 
A 


No. Once a patent has been issued, it remains in effect for 17 years without the payment 
of any additional fees. 


6. QO. May the term of a patent be extended? 


‘al 


No. There is no provision in the Patent Act to extend patents beyond the seventeen year 
term. 
7. Q. Aftera patent has expired, has the inventor any exclusive rights in his invention? 


A. No. After a Canadian patent has expired, anyone may make, use or sell the invention in 
Canada provided they do not infringe other patents. 
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Does a Canadian patent protect an invention in foreign countries? \] 


No. Protection in foreign countries can only be secured by obtaining patents in such 
countries. 


Do foreign patents protect an invention in Canada? 


No. Protection in Canada can only be secured by obtaining a Canadian patent. 


What subject matter may be patented? 


A patent may be granted to the inventor of new and useful processes, machines, 
manufactures or compositions of matter, or new and useful improvements thereto, which 
show inventive ingenuity. 


If I wrote an article which was published in a magazine, and which described my 
invention, could I still obtain a patent? 


A patent may be granted provided the invention was not described in any patent or 
publication printed anywhere in the world more than two years before an application 
for a patent is filed. The invention also should not have been in public use or on sale in 
Canada more than two years before an application is filed. 


What subject matter is unpatentable? 
Some things which are not normally patentable are: 


(a) an improvement to a known device which improvement would be obvious to a 
person skilled in the art; 

(b) a device or material whose only difference from older devices is a mere change in 
size, shape or degree; 

(c) a device which has an illicit object in view; 

(d) a device which has no use; 

(e) an inoperative device; 

(f) printed matter (this may be subject to copyright protection); 

(g) a mere idea or suggestion; 

(h) a scientific principle; 

(i) a method of doing business; 

(j) anew variety of horticultural plant; 

(k) new works of art; 

(1) a method of treating patients; 

(m) trade marks; 

(n) recipes for dishes or drinks; 

(o) designs; 

(p) the discovery of a naturally occurring substance. 

(q) acomputer program per se. 

(r) a process (or the product of a process) that depends entirely on artistic skill and leads 
to an ornamental effect. 
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Who may obtain a patent? 


Any inventor or anyone who derives title in the invention from the inventor may obtain a 
patent by complying with the requirements of the Patent Act. 


Who may file an application for a patent? 


Any inventor or his assignee may file an application. Any inventor not resident in Canada 
must, at the time of filing his application, nominate a Canadian resident to act as his 
representative for service. 


How does one obtain a Canadian patent? 


By making a proper application to the Commissioner of Patents, Ottawa, Canada. The 
application will be examined to determine if it is patentable. 


Should one prepare his own patent application? 


As the preparation and prosecution of patent applications is quite complex it is 
recommended that inventors consult a regular Patent Agent trained in this specialized 
practice and registered to practice before the Canadian Patent Office to do this work. A 
list of Registered Agents living in any particular region of Canada may be obtained free of 
charge by writing to the Commissioner of Patents. Unregistered Agents frequently 
advertise their services, but they are not authorized to practice before the Canadian 
Patent Office. They are not subject to Patent Office discipline, and the Office cannot help 
inventors in dealing with them. 


What does the term “‘patent pending’’ mean? 


It is used to inform the public that an application for patent is on file in the Patent Office. 
By itself it has no legal significance nor does it mean that a patent will necessarily be 
granted. Until a patent is granted for it, an invention may be used. 


What papers are required when filing a patent application? 


A petition, an abstract, a disclosure, a drawing if the invention can be illustrated, claims 
and a filing fee. 


What is a petition? 


This is the formal request made by the inventor or his assignee, for the grant of a patent. 
An example of a petition form is shown in Form | of the Patent Rules. 


What is an abstract? 


An abstract is a condensation of the technical content of the disclosure and should 
include the advance made in the art and the utility of the invention. It should consist of a 
single paragraph of 50-250 words. An example of an abstract is shown in Form 22 of the 
Patent Rules. 
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What is a disclosure? 

The disclosure is a written description of the invention, An example of the type of 
disclosure required is shown in Form 22 of the Patent Rules. 

What are claims? 

A claim in a patent is a distinct and explicit statement of what the invention is. It is not a 
listing of the advantages and benefits flowing from the invention. The wording of the 
claims determines the extent of protection granted by the patent. An example of claims is 
shown in Form 22 of the Patent Rules. 

How can I get a copy of the Patent Act and the Patent Rules? 

Copies of both the Patent Act and the Patent Rules can be purchased from Information 
Canada, Ottawa, K1A OAQ9. Prices may be obtained by request. 

What are the Patent Office fees for obtaining a patent? 


The fees are as follows: 


1. On filing an application for patent $50.00 
2. For each claim in independent form in excess of 
two 10.00 
3. For each claim in excess of ten 2.00 
4. For grant of a patent 80.00 plus 


—for printing the first 25 pages 
of specification and drawings or 


any part therof 20.00 
—for printing each page of specification 
and drawings in excess of 25 1.00 


Sometimes additional fees are required, such as completion fees. See Schedule B of the 
Rules. 
Are drawings necessary? 


If the invention can be illustrated in a drawing, a drawing must be filed. 


Is a model of the invention necessary? 


Models are not to be submitted unless requested by the Patent Office. They are seldom 
required. 


Is it advisable to conduct a search of prior patents before applying for a patent? 


Yes. It may be found that the invention is claimed in some prior patent. In such case a 
patent could not be granted. A search may save the expense of filing an application which 
would be rejected. If an invention is shown (without being claimed) in patents or other 
publications more than two years before the application for patent, it would be refused. 
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Where can a search be made? 


At the Patent Office in The Canadian Buliding, 219 Laurier Ave. W., Ottawa 4. The 
Classification Division will give direction to an inventor as to where a search should be 
made. 


In late 1972, the address for the Patent Office will be, Place du Portage, Hull. 


If I make a search of the Patent Office records and find no patents the same as my 
invention can I be certain that I will be granted a patent and that I can put my invention 
into commercial use without infringing any patents? 


No. Searching the prior art is a skilled job requiring experience. It may be that you have 
failed to recognize the significance of certain prior patents. If you file an application for a 
patent, the worst that can happen is that your application will be rejected. However if 
you intend to put your invention into commercial use without applying for a patent, you 
should first consult a Registered Patent Agent in case you infringe prior patents. 


Is there a fee required to make a search of the Patent Office records? 


No. Any individual may make a search free of charge. 


Can I make a search of Canadian patents without visiting the Patent Office? 
There are three ways this can be done. 


(a) A Registered Patent Agent will make a search of prior patents. He will of course 
charge a fee. 

(b) The Patent Office Record, published each week, contains an abstract of every patent 
issued that week. These abstracts are grouped in classes of similar subject matter. 
When you have determined which class deals with the subject matter you wish to 
search, you may search that class in all the weekly issues of the P.O.R. The P.O.R. is 


available in most larger municipal libraries. 
(c) A list of all patents issued for specific subject matter will be supplied, at a cost of 


$1.00 per page, if you write to the Commissioner of Patents asking for such a list and 
specifying the subject matter. Abstracts of the patents listed may then be studied in 
the Patent Office Record, or copies of the patents may be purchased for $1.00 each. 


Can anyone make a search of the Patent Office records for research or purposes other 
than patenting? 


Yes. The Canadian and foreign patents stored in the Patent Office are available for 
searching by the public for any purpose. 


How may I purchase copies of the Patent Office Record? 


The Patent Office Record is available from Information Canada, Publishing Division, 
Ottawa. The subscription price is $26.00 per year for the 52 issues, or $1.00 per single 
number. 
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Does the Patent Office conduct searches for inventors? 


No, but the Patent Office will assist inventors by advising what parts of the Official 
records should be searched. 


Will the Patent Office advise me if my invention is patentable and whether I should file an 
application? 


No. Regulations prohibit the Patent Office from expressing an opinion on an invention 
until a formal application is filed. A Registered Patent Agent should be consulted. 


If an inventor has not yet perfected his invention, can he take any steps to protect his 
idea? 


He can file a caveat giving a description of the invention as far as it has proceeded. The 
Patent Office will then inform the inventor if any other person files an application for the 
same invention during the subsequent year. However a caveat does not give any further 
protection, and cannot be used to prevent others from using the invention. It is only after 
a patent has been granted on an application for patent that the patentee receives any 
rights to his invention. As a caveat is of limited value, the Patent Office does not 
recommend they be filed. 


What happens when two inventors apply separately for a patent for the same invention? 


The Patent Office will determine which is the earlier inventor, based on evidence 
submitted by the inventors, and grant the patent to the first inventor. 


When should I apply for a patent? 


In view of the possibility of another inventor filing an application for the same invention, 
application should be made as soon as the invention has been completed. Furthermore if 
the invention becomes known, is used, or is described in a publication two years before 
the application is filed a patent will not be granted. 


If two or more inventors work together to make an invention, to whom will the patent be 
granted? 


If each had a share in the ideas forming the invention, they are joint inventors and should 
file a joint application. The patent will issue to them jointly. 


If one person furnishes all of the ideas to make an invention, and another person employs 
him or finances the building and testing of the invention, should they file a joint 
application? 


No. The application must be filed giving the name of the inventor. That is the person who 
furnished the ideas. However it may be filed by the employer as assignee of the inventor 
if accompanied by evidence of assignment. The employer would own the invention if the 
inventor was engaged by him to make inventions, or had agreed in his contract of 
employment to assign his inventions to his employer. 
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If anyone finds out about an invention on sale in a foreign country but which has never 
been patented, described or offered for sale in Canada, could he obtain a patent for it? 


No. A patent may be obtained by the true inventor only or his legal assignee, and not by 
someone who has learned of the invention of another. 


If an inventor wished to obtain a patent ina foreign country, must he apply for a patent 
in Canada first? 


No. He may apply in any country unless, as in the case of war inventions, he contravenes 
the Official Secrets Act. Also Public Servants may not file without official consent. If an 
inventor wants to obtain a patent in Canada, he must apply in Canada before any 
foreign patent is granted to him, or within one year of the first application for patent 
made by him anywhere, whichever comes first. 


May a patent be granted if the inventor dies before filing an application? 


Yes. The application may be filed by the inventor’s personal representatives e.g. executor, 
heir. 


May an inventor sell or transfer his right to his patent or application to someone else? 


Yes. He may sell all or any part of his interest in his patent or application by a properly 
worded assignment. The application must be filed giving the name of the inventor and 
include the document assigning the invention to the new owner. (See Question 40). 
Examples of assignment forms are shown in forms 23 to 27 of the Patent Rules. 


Does the Patent Office assist inventors to develop and market their invention? 
No. However some provincial agencies may provide limited marketing assistance. 


If an applicant states, when paying the fee on the grant of his patent, that he wishes to 
make it available for licence or sale, this fact will be noted in the Patent Office Record, 
free of charge, when the patent issues. 


At any time during the life of the patent, if the patentee wishes to make it available for 
licence or sale, a notice to that effect will be published in the Patent Office Record for a 
fee of $5.00. 


May Canadians who own patents in foreign countries obtain assistance in marketing their 
patents abroad? 


Assistance may be provided by Canadian Trade Commissions in foreign countries to 
Canadians who wish to licence their foreign patents in these countries. Enquiries should 
be addressed to, Industrial and Trade Enquiries Division, Dept. of Industry, Trade and 
Commerce, 112 Kent St., Ottawa. 


May Canadian patents owned by foreigners be licenced to Canadian manufacturers? 


Yes. Canadian manufacturers may obtain information on patents available for licence by 
writing to Industrial and Trade Enquiries Division, Dept. of Industry, Trade and 
Commerce, 112 Kent St., Ottawa. 
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If an inventor obtains a patent on his invention, will it protect him against other persons 
who assert that he is infringing their patent when he makes, uses or Sells his invention? 


No. There may be in existence other basic patents for which the new invention is an 
improvement. In this case the new inventor would infringe the basic patents and could 
not make, use or sell his invention without the consent of the owners of the basic 
patents. Similarly others may not use his invention without his consent, even though they 
may make improvements to it. As questions of infringement and validity of patents are 
often complex, the advice of a Registered Patent Agent should be sought. 


Does the Patent Office help a patentee prosecute others if they infringe the rights granted 
by his patent? 

No. If a patent is infringed the owner may sue the infringer in the Courts. It is the 
owner’s responsibility to protect his rights. 

Is there any government guarantee that a patent is valid? 


No, but all patents are legally presumed valid until proven otherwise. 


How soon after an application is filed will a patent be granted? 


This will depend on how well the application is prepared, whether there are prior patents 
for very similar inventions, whether any other person files an application for the same 
invention, and upon other factors. The average time from the filing of an application to 
the granting of a patent is about 2% years. Sometimes applications may issue within a 
year. If several inventors have filed applications for the same invention, issuance of a 
patent will be delayed until it is decided which was the first inventor. 


Is there any way an inventor can hasten prosecution of his application? 


He may request a Special Order under Rule 38 of the Patent Rules. If he can satisfy the 
Commissioner of Patents, by affidavit, that any delay in the granting of a patent would 
prejudice his rights, or would not be in the public interest, his application will be 
advanced out of routine order for examination. Of course there may still be delays in 
getting a patent if unusual prosecution problems develop. 


There is a special fee required when requesting a Special Order. 


Is it necessary to visit the Patent Office in Ottawa to prosecute an application? 

No. Business with the Patent Office is conducted by correspondence. Interviews with 
Examiners can be arranged if necessary, but prosecution must be conducted in writing. 
May an applicant write directly to the Patent Office about his application after it is filed? 


The Patent Office will answer inquiries from an applicant about the status or progress of 
his application if he has not employed a Patent Agent. If he has employed an Agent, all 
correspondence must be conducted through him. 


10 


J): 


56. 


ods 


58. 


oo. 


60. 


61. 


62. 


Will the Patent Office disclose an invention to others before a patent issues? 


No. All Patent Office personnel are sworn not to divulge any information about patent 
applications to the public. No information about patent applications is available to the 
public until a patent issues. 


After an application is filed, may changes be made to it? 


Errors may be corrected but no new matter may be introduced..The claims can be altered 
any time before grant so long as they are supported by the original description of the 
invention. 


What recourse is available if an Examiner refuses to grant a patent on an application? 


The applicant may request the Commissioner of Patents to review the action of the 
Examiner. If this review also results in a refusal to grant a patent, he may appeal to the 
Federal Court. 


If a patentee has a patent for a new product and a new process for making the product, 
would this prevent other persons who have invented a new and different process for 
making the product from obtaining a patent? 


No. The other person may obtain a patent for his new process. He will not however 
obtain a patent for the product and cannot use his invention to make the product 
without a license to do so. 


If a patentee has a patent on a product, may he prevent another person from importing 
the product into Canada? 


Yes. The patent grants the right not only to exclude others from making but also from 
using and selling the invention in Canada. 
Can a patentee withhold his invention from the market? 


A patentee need not market his invention in Canada, but if he fails to do so, or abuses his 
patent rights, others may apply to the Commissioner of Patents for a compulsory license 
to use the patent, or the patent may, in some circumstances, be revoked. 


A compulsory licence may be granted to import or sell medicines manufactured abroad, 
in the production of which the invention has been used. A compulsory licence may also 
be granted to use a patent for an invention capable of being used in the production or 
preparation of food. 


How can I obtain the addresses of foreign Patent Offices? 


If you write to the Commissioner of Patents, the addresses will be supplied if they are 
available. 


How may I telephone the Patent Office? 
The Patent Office telephone number is Area Code 613-996-3786. 
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QUESTIONS AND ANSWERS ABOUT PATENTS 
FOR INVENTIONS 


To assist inventors and the public, the Canadian Patent Office has 


assembled answers to the following common questions often put to it about 
patenting inventions in Canada. 


a 


What is a patent? 

A patent is a grant by the Government of Canada giving an inventor the 
right to exclude others from making, using or selling his invention within 
Canada. 


What is an invention? 


An invention is any new and useful process, machine, manufacture or 
composition of matter, or any new and useful improvement thereof. 


How long is a patent effective? 
Seventeen years from the date on which it is issued. 
May the term of a patent be extended? 


No. There is no provision in the Patent Act to extend patents beyond the 
seventeen year term. 


After a patent has expired, has the inventor any exclusive rights in his 
invention? 


No. After a Canadian patent has expired, anyone may make, use or sell the 
invention in Canada provided they do not infringe other patents. 


Does a Canadian patent protect an invention in foreign countries? 


No. Protection in foreign countries can only be secured by obtaining 
patents in such countries. 


Do foreign patents protect an invention in Canada? 


No. Protection in Canada can only be secured by obtaining a Canadian patent. 
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What subject matter may be patented? 


A patent may be granted to the inventor of new and useful processes, 
machines, manufactures or compositions of matter, or new and useful 
improvements thereto. 


What subject matter is unpatentable? 
Some things which are not normally patentable are: 


(a) an improvement to a known device which improvement would be 
obvious to a person skilled in the art; 

(b) a device or material whose only difference from older devices is a mere 
change in size, shape or degree; 

(c) a device which has an illicit object in view; 

(d) a device which has no use; 

(e) an inoperative device ; 

(f) printed matter (this may be subject to copyright protection); 

(g) a mere idea or suggestion; 

(h) a scientific principle; 

(i) a method of doing business; 

(j) anew variety of horticultural plant; 

(k) new works of art; 

(1) a method of treating patients; 

(m) trade marks; 

(n) recipes for dishes or drinks; 

(o) designs; 

(p) the discovery of a naturally occurring substance. 


Who may obtain a patent? 

Any inventor or anyone who derives title in the invention from the 
inventor may obtain a patent by complying with the requirements of the 
Patent Act. 

Who may file an application for a patent? 

Any inventor or his assignee may file an application. Any inventor not 


resident in Canada must, at the time of filing his application, nominate a 
Canadian resident to act as his representative for service. 


How does one obtain a Canadian patent? 


By making a proper application to the Commissioner of Patents, Ottawa, 
Canada. The application will be examined to determine if it is patentable. 
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Should one prepare his own patent application? 


As the preparation and prosecution of patent applications is quite complex 
it is recommended that inventors employ a regular Patent Agent trained in 
this specialized practice and registered to practice before the Canadian 
Patent Office to do this work. A list of Registered Patent Agents living in 
any particular region of Canada may be obtained free of charge by writing 
to the Commissioner of Patents. Unregistered Agents frequently advertise 
their services, but they are not authorized to practice before the Canadian 
Patent Office. They are not subject to Patent Office discipline, and the 
Office cannot help inventors in dealing with them. 


What does the term “‘patent pending” mean? 

It is used to inform the public that an application for patent is on file in 
the Patent Office. By itself it has no legal significance nor does it mean 
that a patent will necessarily be granted. Until a patent is granted for it, an 
invention may be used. 

What papers are required when filing a patent application? 

A petition, a disclosure, a drawing if the invention can be illustrated, 
claims, and a filing fee. 

What is a petition? 

This is the formal request made by the inventor for the grant of a patent. 


An example of a petition form is shown in Form 1 of the Patent Rules. 


What is a disclosure? 


The disclosure is a written description of the invention. An example of the 
type of disclosure required is shown in Form 22 of the Patent Rules. 


What are claims? 


A claim in a patent is a distinct and explicit statement of what the 
invention is. It is not a listing of the advantages and benefits flowing from 
the invention. The wording of the claims determines the extent of 
protection granted by the patent. An example of claims is shown in Form 
22 of the Patent Rules. 
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How can I get a copy of the Patent Act and the Patent Rules? 

Copies of the Patent Act may be purchased for 35 cents and of the Rules 
for 50 cents. Orders may be placed with the Commissioner of Patents. An 
Index to the Act and Rules cost 50 cents. 


What are the Patent Office fees for obtaining a patent? 


The fees are as follows: 


1. On filing an application for patent $50.00 
2. For each claim in independent form in excess of 
two 10.00 
3. For each claim in excess of ten 2.00 
4. For grant of a patent 80.00 plus 


— for printing the first 25 pages 
of specification and drawings or 


any part thereof 20.00 
— for printing each page of specification 
and drawings in excess of 25 1.00 


Sometimes additional fees are required, such as completion fees. See 
Schedule B of the Rules. 


Are drawings necessary? 


If the invention can be illustrated in a drawing, a drawing must be filed. 


Is a model of the invention necessary? 


Models are not to be submitted unless requested by the Patent Office. 
They are seldom required. 


Is it advisable to conduct a search of prior patents before applying for a 
patent? 


Yes. It may be found that the invention is claimed in some prior patent. In 
such case a patent could not be granted. A search may save the expense of 
filing an application which would be rejected. If an invention is shown 
(without being claimed) in patents or other publications more than two 
years before the application for patent, it would be refused. 


Where can a search be made? 


At the Patent Office in The Canadian Building, 219 Laurier Ave. W., 
Ottawa 4. The Classification Division will give direction to an inventor as 
to where a search should be made. 
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Does the Patent Office conduct searches for inventors? 


No, but the Patent Office will assist inventors by advising what parts of the 
Official records should be searched. 


Does the Patent Office advise whether or not to file an application? 


No. Regulations prohibit the Patent Office from giving such advice. A 
Registered Patent Agent should be consulted. 


If an inventor has not yet perfected his invention, can he take any steps to 
protect his idea? 


He can file a caveat giving a description of the invention as far as it has 
proceeded. The Patent Office will then inform the inventor if any other 
person files an application for the same invention during the subsequent 
year. However a caveat does not give any further protection, and cannot 
be used to prevent others from using the invention. It is only after a patent 
has been granted on an application for patent that the patentee receives 
any rights to his invention. As a caveat is of limited value, the Patent 
Office does not recommend they be filed. 


What happens when two inventors apply separately for a patent for the 
same invention? 


The Patent Office will determine which is the earlier inventor, based on 
evidence submitted by the inventors, and grant the patent to the first 
inventor. 


When should I apply for a patent? 


In view of the possibility of another inventor filing an application for the 
same invention, application should be made as soon as the invention has 
been completed. Futhermore if the invention becomes known, is used, 
or is described in a publication two years before the application is filed 
a patent will not be granted. 


If two or more inventors work together to make an invention, to whom 
will the patent be granted? 


If each had a share in the ideas forming the invention, they are joint 
inventors and should file a joint application. The patent will issue to them 
jointly. 
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If one person furnishes all of the ideas to make an invention, and another 
person employs him or finances the building and testing of the invention, 
should they file a joint application? 


No. The application must be filed giving the name of the inventor. That is 
the person who furnished the ideas. However it may be filed by the 
employer as assignee of the inventor if accompanied by evidence of 
assignment. The employer would own the invention if the inventor was 
engaged by him to make inventions, or had agreed in his contract of 
employment to assign his inventions to his employer. 


If anyone finds out about an invention on sale in a foreign country but 
which has never been patented, described or offered for sale in Canada, 
could he obtain a patent for it? 


No. A patent may be obtained by the true inventor only or his legal 
assignee, and not by someone who has learned of the invention of another. 


If an inventor wished to obtain a patent in a foreign country, must he 
apply for a patent in Canada first? 


No. He may apply in any country unless, as in the case of war inventions, 
he contravenes the Official Secrets Act. Also Public Servants may not file 
without official consent. If an inventor wants to obtain a patent in 
Canada, he must apply in Canada before any foreign patent is granted to 
him, or within one year of the first application for patent made by him 
anywhere, whichever comes first. 


May a patent be granted if the inventor dies before filing an application? 


Yes. The application may be filed by the inventor’s executor. 


May an inventor sell or transfer his right to his patent application or 
invention to someone else? 


Yes. He may sell all or any part of his interest in his patent or application 
by a properly worded assignment. The application must be filed giving the 
name of the inventor and include the document assigning the invention to 
the new owner. (See Question 31). Examples of assignment forms are 
shown in forms 23 to 27 of the Patent Rules. 


36. 


OTs 


38. 


39: 


40. 


41. 


Does the Patent Office assist inventors to develop and market their 
invention? 


No. However some provincial agencies provide limited marketing 
assistance. Also notice of a patent available for sale or license will be 
published in the Canadian Patent Office Record for $5. 


If an inventor obtains a patent on his invention, will it protect him 
against other persons who assert that he is infringing their patents 
when he makes, uses or sells his invention? 


No. There may be in existence other basic patents for which the new 
invention is an improvement. In this case the new inventor would infringe 
the basic patents and could not make, use or sell his invention without the 
consent of the owners of the basic patents. Similarly others may not use 
his invention without his consent, even though they may make improve- 
ments to it. As questions of infringement and validity of patents are often 
complex, the advice of a Registered Patent Agent should be sought. 


Does the Patent Office help a patentee prosecute others if they infringe 
the rights granted by his patent? 


No. If a patent is infringed the owner may sue the infringer in the Courts. 
It is the owner’s responsibility to protect his rights. 


Is there any government guarantee that a patent is valid? 
No, but all patents are legally presumed valid until proven otherwise. 
How soon after an application is filed will a patent be granted? 


This will depend on how well the application is prepared, whether there 
are prior patents for very similar inventions, whether any other person files 
an application for the same invention, and upon other factors. The average 
time from the filing of an application to the granting of a patent is about 
2% years. Sometimes applications may issue within a year. If several 
inventors have filed applications for the same invention, issuance of a 
patent will be delayed until it is decided which was the first inventor. 


Is there any way an inventor can hasten prosecution of his application? 


If he can satisfy the Commissioner of Patents by affidavit that his rights 
would be prejudiced by any delay in the granting of a patent, his 
application will be advanced out of routine order for examination. There is 
a special fee required for advancing prosecution. Of course there may still 
be delays in getting a patent if unusual prosecution problems develop. 
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43. 


44, 


45. Q 


46. 


47. 


48. 


Is it necessary to visit the Patent Office in Ottawa to prosecute an 
application? 


No. Business with the Patent Office is conducted by correspondence. 
Interviews with Examiners can be arranged if necessary, but prosecution 
must be conducted in writing. 


May an applicant write directly to the Patent Office about his application 
after it is filed? 


The Patent Office will answer inquiries from an applicant about the status 
or progress of his application if he has not employed a Patent Agent. If he 
has employed an Agent, all correspondence must be conducted through 
him. 


Will the Patent Office disclose an invention to others before a patent 
issues? 


No. All Patent Office personnel are sworn to secrecy, and all patent 
applications are maintained in the strictest secrecy until the patent issues. 


After an application is filed, may changes be made to it? 


Errors may be corrected but no new matter may be introduced. The claims 
can be altered any time before grant so long as they are supported by the 
original description of the invention. 


What recourse is available if an Examiner refuses to grant a patent on an 
application? 


The applicant may request the Commissioner of Patents to review the 
action of the Examiner. If this review also results in a refusal to grant a 
patent, he may appeal to the Exchequer Court. 


If a patentee has a patent for a new product and a new process for making 
the product, would this prevent other persons who have invented a new 
and different process for making the product from obtaining a patent? 


No. The other person may obtain a patent for his new process. He will not 
however obtain a patent for the product and cannot use his invention to 
make the product without a license to do so. 


If a patentee has a patent on a product, may he prevent another person 
from importing the product into Canada? 


Yes. The patent grants the right not only to exclude others from making 
but also from using and selling the invention in Canada. 


49. Q. Cana patentee withhold his invention from the market? 


A. A patentee need not market his invention in Canada, but if he fails to do 
so, or abuses his patent rights, others may apply to the Commissioner of 
Patents for a compulsory license to use the patent, or the patent may, in 
some circumstances, be revoked. 


1] 


Patent and Copyright Office 
Department of Consumer and Corporate Affairs 


Government of Canada 
Ottawa 


Patents: Questions _ 
and Answers 


Questions and Answers 
about Patents and Inventions 


Table of Contents PAGE 


Definitions/Subject Matter 3 
Rights and Benefits 3 
Precautions 5 
Searching 6 
Prosecution a 
Marketing/Licensing 9 
Foreign Protection 10 
Fees ll 
General Enquiries ll 


A Wealth of Technological Information 1 


Glossary 13 


August 1986 Revised Edition 


1 


a 


A. 


What is a patentable invention? 


Definitions/Subject Matter 


What is a Canadian patent? 


A Canadian patent is a document by 
which the government grants an inventor 
the right to exclude others from making, 
using or selling an invention within 
Canada for a period of 17 years. The 
inventor, for his or her part, must fully 
describe the invention. This disclosure 
facilitates the dissemination of techno- 
logical information and promotes the use 
of the invention. 


What types of subject matter are dealt 
with by copyright, industrial design and 
trade marks rather than by patents? 


Copyright deals with original literary, 
musical, dramatic and artistic works. 
The term of a copyright is for the life of 
the author plus 50 years. Industrial 
design deals with the appearance or 
visual design aspects of any article of 
manufacture. This includes any shape, 
feature or ornamentation, the object of 
which is an aesthetic effect. Functional 
or useful features may not be the subject 
of an industrial design. The term of an 
industrial design is for five years and is 
renewable for an additional five years 
only. A trade mark is a word, symbol or 
picture, or any combination thereof, 
used to distinguish the goods or services 
of a person or organization from the 
goods or services of others in the mar- 
ketplace. The term of a trade mark is for 
15 years and is renewable every 15 years, 
indefinitely. 


A patentable invention is any new and 
useful process, machine, method of man- 
ufacture or composition of matter, or any 


new and useful improvement thereof, 
which is not obvious to someone skilled 
in the particular field (1.e., which shows 
“inventive ingenuity”). 


What subject matter is unpatentable? 


Among the things which are not nor- 
mally patentable are an improvement to 
a known device which would be obvious 
to a person skilled in the art, a principle, 
a recipe, a design, a computer program, 
an idea or a process (or the product of a 
process) that depends entirely on a 
person’s skill and leads to an ornamental 
effect. 


Rights and Benefits 


Q. May the term of a patent be extended? 


No. There is no provision in the Patent 
Act to extend patents beyond the 17- 
year term. 


After a patent has expired, has the 
patentee any exclusive rights with respect 
to the invention? 


No. After a Canadian patent has ex- 
pired, anyone may exploit the invention 
in Canada. 


What does the term “patent pending” 
mean? 


It is used to inform the public that an 
application for a patent is on file in the 
Patent Office. There are no exclusive 
rights associated with the term, nor does 
it mean that a patent will necessarily be 
granted. An invention may be exploited 
by others until a patent is granted. 
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Q. What happens when two or more inven- Q. Does a patent provide protection against 
tors apply separately for a patent for the charges of infringement? 
same invention? 
A. No. A patent only grants the inventor 
A. Based on the evidence submitted by the the right to prevent others from making, 
inventors, the Patent Office determines using or selling his or her invention. As 
who is the first inventor and grants the questions of infringement and validity of 
patent accordingly. patents are often complex, the advice of 
a registered patent agent should be 
9 sought. 
Q. If two or more inventors work together to B 
make an invention, to whom will the 
patent be granted? Q. Does the Patent Office help a patentee 
prosecute infringers of a patent? 
A. If each had a share in the ideas forming 
the invention, they are joint inventors A. No. The protection of rights under a 
and should file a joint application. The patent is the responsibility of the 
patent will be issued to them jointly. patentee. 
10 14 
Q. Should a person who supplies all of the Q. Is there any government guarantee that a 
ideas to make an invention while em- patent is valid? 
ployed by another person file a joint 
application? A. No. However, all patents are legally 
presumed valid until proven otherwise. 
A. No. The application can be filed in the 
name of the inventor, that is, the person 15 
who supplied the idea. However, it may : 
also be filed in the name of the employer Q. Will the Patent Office disclose an inven- 
as the assignee of the inventor if accom- tion to others before a patent issues? 
panied by evidence of assignment. The 
employer would, in effect, own the A. No. All Patent Office personnel have 
invention if the inventor was hired to taken an oath not to divulge any infor- 
make inventions or had agreed in any mation on or contained in a patent 
contract to assign inventions to the application until a patent issues. 
employer. 
16 
ii ' 
— . [SSS Q. Can a patentee who has a patent covering 
Q. May more than one patent be granted, to a product prevent another person from 
more than one individual, for two pro- importing the product into Canada? 
cesses which produce the same product? 
A. Yes. A patent grants the right to exclude 
A. Yes. However, the individual who ob- others from exploiting an invention in 


tains the first patent will own the patent 
rights for the product. The second appli- 
cant may obtain a patent for the new 
process but cannot use the new process 
to make the product without a licence to 
do so. 


Canada for a period of 17 years. 
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Can an invention be withheld from the 
market by a patentee? 


While a patentee is not required to 
market an invention in Canada, failure 
to do so may constitute an abuse of 
patent rights. Such an abuse would 
enable others to apply to the Commis- 
sioner of Patents for a compulsory 
licence (see Glossary) to use the patent. 


What are the benefits of a patent? 


(a) A patent provides legal proof of 
ownership of an invention. 

(b) A patent will help the patentee to 
profit by his or her invention. A 
patentee can sell the patent rights, 
license the rights for royalties and 
use the patent as collateral. 

(c) A patent enables a potential li- 
censee to identify and contact the 
owner of the patent. 

(d) A patent increases a patentee’s 
credibility with lenders and pro- 
spective partners and, in general, 
helps the patentee to get the neces- 
sary resources to work the 
invention. 

(e) A patent is a tool which helps 
patentees keep the market for their 
invention to themselves for 17 
years. It can be used to deter and 
prosecute infringers. 

(f) Patents are a unique vehicle for the 
dissemination of technological in- 
formation, and thus can help one to 
keep abreast of developments in 
any given field of technology. 

(g) Patents aid in the search for solu- 
tions to technical problems and 
products to manufacture or market. 
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Precautions 
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If an inventor wrote an article describing 
his or her invention, and the article was 
published in a magazine or a newspaper, 
might the inventor still obtain a patent? 


Yes. A patent may be granted in Canada 
provided the invention has not been 
described in any publication, including 
patent documents, printed anywhere in 
the world more than two years before an 
application for a patent is filed. The 
invention should also not have been in 
public use or on sale in Canada for more 
than two years before an application is 
filed. 


When should the inventor apply for a 
patent? 


In view of the possibility of another 
inventor filing an application for the 
same invention, application should be 
made as soon as the invention has been 
completed. If the invention has not been 
completed, a caveat may be filed with 
the Patent Office. 


What is a caveat? 


A caveat is a description of an invention 
insofar as it has been developed; this 
document is filed with the Patent Office. 
The caveator will be informed should 
anyone else file an application to patent 
the same invention in the year imme- 
diately following the filing of the caveat. 
(See Glossary.) 
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Q. How soon should a patents search be 
done? 


A. A preliminary search of existing patents 
should be conducted prior to filing for a 
patent. This will determine if one’s 
invention or a similar one has been 
patented before. 
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Q. What are the main steps that should be 
followed to patent an invention? 


A. (a) An invention should be kept con- 
fidential. Telling other people about 
an invention may prevent the inven- 
tor from getting a patent, especially 
if he or she is filing in some foreign 
countries. In Canada, the inventor 
has two years to file for a patent 
after making the invention public. 

(b) Detailed notes should be made 
which are written, dated and wit- 
nessed in confidence. 

(c) It is recommended that an inventor 
see a registered patent agent to 
help ensure a sound patent applica- 
tion. One should beware of non- 
registered agents. (See Question 
33:) 

(d) If patent protection in other coun- 
tries is wanted, it is strongly 
recommended that one not publi- 
cize the invention before filing for a 
patent. 

(ce) Ifthe invention is not yet perfected 
and the inventor intends to apply 
for a patent, it is recommended that 
a caveat be filed. (See Question 
a) 


Searching 
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Q. Is it advisable to conduct a search of 
prior patents before applying for a 
patent? 


A. Yes. The invention may be disclosed in 
some prior patent, in which case a patent 
could not be granted. A search (see 
Glossary) may save the expense of filing 
an application which would be rejected. 
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Q. Where are searches conducted? 


A. At the Patent Office, Consumer and 
Corporate Affairs Canada, Place du 
Portage, Tower 1, 50 Victoria Street, 
Hull, Québec. 
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Q. If one makes a search of the Patent Office 
records and finds no similar patents, can 
one be certain of obtaining a patent and 
being able to put one’s invention into 
commercial use without infringing any 
existing patent? 


A. No. Searching the prior patents is a 
skilled job requiring experience. It may 
be that the inventor has failed to recog- 
nize the significance of certain prior 
patents. If the inventor files an applica- 
tion for a patent, the application may be 
rejected. However, if the inventor in- 
tends to put the invention into 
commercial use without applying for a 
patent, he or she should first consult a 
registered patent agent (see Glossary), 
who will help the inventor avoid patent 
infringement. 
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Q. Is a fee required to make a search of the 
Patent Office records? 


A. No. Any individual may make a search 
in the Patent Office files free of charge. 
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QO. 


A. 


Can a search of Canadian patents be 
made without visiting the Patent Office? 
Yes. There are several ways this can be 
done. 

(a) A registered patent agent will con- 
duct searches of prior patents. The 
agent will, of course, charge a fee 
for this service. 

(b) One can obtain a list of all the 
patents issued on whatever subject 
one specifies by writing to the 
Commissioner of Patents, Ottawa, 
Ontario K1A OE1. Using this list 
one can order duplicates of the 
actual patents, in either paper or 
microfiche form, from Micromedia 
Ltd., 165 Hoétel-de-Ville, Hull, 
Québec J8X 3X2. A paper or 
microfiche copy of any patent is 
available for a nominal fee. 

To determine which patent docu- 
ments to purchase, one may also 
consult the Patent Office Record, a 
weekly publication which is avail- 
able in most larger public libraries. 
The Patent Office Record is also 
available from the Canadian Gov- 
ernment Publishing Centre, 
Ottawa, Ontario K1A 0S9. The 
Canadian subscription price is 
$63.00 a year for 52 issues, or $1.25 
a copy. 

(c) Small and medium-sized Canadian 
manufacturers may also wish to 
take advantage of the Patent Infor- 
mation Exploitation (PIE) Pro- 
gram. Following a request for 
information in a specific field of 
technology, the Patent Office will 
provide a selection of the most 
relevant patents. Requests must be 
made through a designated organi- 
zation that deals primarily with 
small business. A list of these orga- 
nizations, or “intermediaries” (see 
Glossary), is available from the 
Patent Office. 
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May one make a search of the Patent 
Office records for research or purposes 
other than patenting? 


Yes. The public is welcome to search the 
Patent Office files of Canadian and 
foreign patents for any purpose. 


Does the Patent Office conduct searches 
at the request of private individuals? 


The Patent Office will assist searchers by 
advising them of which parts of the 
official records should be searched. It 
will also conduct a state-of-the-art search 
upon request from a regional or provin- 
cial intermediary. Contact the Patent 
Office for more details. 
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Prosecution 
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What does the term “prosecution” mean 
with respect to a patent application? 


The prosecution of a patent application 
involves all of the actual steps that must 
be undertaken by an inventor in order to 
obtain a Canadian patent through the 
Patent Office. 


How does one obtain a Canadian patent? 


By making a proper application to the 
Commissioner of Patents, Ottawa, 
Ontario K1A O0E1. The application will 
be examined to determine if the inven- 
tion described is patentable. 
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Should one prepare one’s own patent 
application? 


As the preparation and prosecution of 
patent applications is quite complex, it is 
recommended that inventors consult a 
registered patent agent. A regional or 
national list of registered agents may be 
obtained free of charge by writing to the 
Commissioner of Patents. One should 
beware of unregistered patent agents; 
though they frequently advertise their 
services, they are not authorized to 
practice before the Canadian Patent Of- 
fice and are not subject to Patent Office 
discipline. 
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What papers are required when filing a 
patent application? 


In addition to payment of the filing fee, 
a petition, an abstract, a disclosure, a 
drawing if the invention can be illus- 
trated and claims are required. (See 
Glossary for details. ) 
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Are drawings necessary? 


If the invention can be illustrated in a 
drawing, a drawing must be filed. 
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Is a model of the invention necessary? 


Models are not to be submitted unless 
requested by the Patent Office. They are 
seldom required. 


How soon after an application is filed 
will a patent be granted? 


That will depend on many factors, in- 
cluding how well the application is 
prepared, whether there are prior pat- 
ents for very similar inventions and 
whether any other person files an ap- 
plication for the same invention. The 


average time from the filing of an ap- 
plication to the granting of a patent is 
about two and a half years. Sometimes a 
patent is issued within a year. If several 
inventors have filed applications for the 
same invention, the patent will not be 
issued until it is decided who was the 
first inventor. 
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QO. 


A. 
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Is there any way to hasten the prosecution 
of an application? 


Yes. An applicant may, upon payment of 
a special fee, request a Special Order 
under Rule 39 of the Patent Rules. The 
application will be advanced out of 
routine order for examination if the 
applicant can satisfy the Commissioner 
of Patents, by affidavit, that any delay in 
the granting of a patent would prejudice 
such applicant’s rights or would not be in 
the public interest. 
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Is it necessary to visit the Patent Office to 
prosecute an application? 


No. Business with the Patent Office is 
conducted by correspondence. Inter- 
views with examiners can be arranged if 
necessary, but the prosecution of the 
patent must be conducted in writing. 


A. 


After filing an application, may the appli- 
cant write directly to the Patent Office 
about the application? 


The Patent Office will answer enquiries 
from an applicant about the status or 
progress of the application if a patent 
agent has not been employed. If an 
agent has been employed, all correspon- 
dence must be conducted through the 
agent. 
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Q. After an application is filed, may changes 


A. 


42 


be made to it? 


Errors may be corrected but no new 
matter may be introduced. The claims 
may be altered any time before al- 
lowance (see Glossary) if they are 
supported by the original description of 
the invention. 


QO. 


A. 
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What recourse is available if an examiner 
refuses to grant a patent on an 
application? 


The applicant may request that the 
Commissioner of Patents review the ac- 
tion of the examiner. If this review also 
results in a refusal to grant a patent, the 
applicant may appeal to the Federal 
Court. 


Marketing/Licensing 
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May the right to a patent or to a patent 
application be sold or transferred by the 
inventor? 


Yes. Inventors may sell all or part of 
their interest in their patent or applica- 
tion by assignment (see Glossary). 


Does the Patent Office assist inventors to 
develop and market their inventions? 


No. However, some provincial agencies 
and a network of intermediaries may 
provide marketing assistance. When pay- 
ing the fee for grant of a patent, if the 
applicant wishes to make the patent 
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available for licensing or sale, this will be 
noted in the Patent Office Record, free of 
charge, when the patent issues. 

If the patentee wishes to make the 
patent available for licensing or sale at 
any time during the life of the patent, a 
notice to that effect will be published in 
the Patent Office Record for a fee. 


QO. 
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May Canadians who own patents in 
foreign countries obtain assistance in 
marketing their patents abroad? 


Yes. Assistance may be provided by 
Canadian Trade Commissions in foreign 
countries to Canadians who wish to 
license (see Glossary) their foreign pat- 
ents in those countries. Enquiries should 
be addressed to the Office of Industrial 
Innovation, Department of Regional In- 
dustrial Expansion, 235 Queen Street, 
Ottawa, Ontario K1A OHS. 
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May one license one’s patent rights? 


Yes. If a patentee wishes to retain the 
rights to a patent but wants to allow 
another person to use it, he or she may 
grant a licence to that person. The terms 
of the licence can be very flexible, 
depending on the particular case. 


How can one Sell the rights to one’s 
patent? 


A patentee who wishes to sell the rights 
to his or her patent may do so by 
assignment. Where only a part interest 
in the patent is sold, the patentee will 
have no further interest in that portion. 


Foreign Protection 
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Q. Does a Canadian patent protect an inven- 
tion in foreign countries? 

A. No. Protection in foreign countries can 
only be secured by obtaining patents in 
such countries. 

49 

Q. Do foreign patents protect an invention in 
Canada? 

A. No. Protection in Canada can only be 
secured by means of a Canadian patent. 

50 

Q. Ifa person finds out about an invention 
on sale in a foreign country and this 
invention has never been patented, de- 
scribed or offered for sale in Canada, 
may that person obtain a patent for it? 

A. No. A patent may be obtained only by 
the true inventor or the legal assignee. 

51 

Q. Must an inventor who wishes to obtain a 
patent in a foreign country apply for a 
patent in Canada first? 

A. No. Unless, as in the case of war 
inventions, disclosure of the invention 
would contravene the Official Secrets 
Act, the inventor may apply for a patent 
in any country without applying in 
Canada. 

52 

Q. Can an inventor who has applied first in 
other countries obtain a patent in 
Canada? 

A. Yes. However, allowing for exceptions, 
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application must be made in Canada 
before any foreign patent has been 
granted. 


of, 
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Can a Canadian file a patent application 
through the Patent Cooperation Treaty 
(ECL}Z 


Since Canada is not yet a member 
country of that treaty, Canadians cannot 
file patent applications through it. Only 
persons living in countries which are 
PCT members can avail themselves of 
the filing procedures under the treaty. 
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May Canadian patents owned by for- 
eigners be licensed to Canadian 
manufacturers? 


Yes. These agreements must, however, 
be negotiated between the patent holder 
and the manufacturer. A registered pat- 
ent agent should be consulted. The 
Office of Industrial Innovation, 235 
Queen Street, Ottawa, Ontario KIA 
OHS, maintains an up-to-date list of 
patents which can be licensed. 
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How can one obtain the address of a 
foreign Patent Office? 


The Commissioner of Patents will supply 
available addresses on request. 


Should one disclose one’s invention or 
parts of the invention before obtaining 
foreign patents? 


No. In some countries, an inventor who 
publicly discloses an invention before 
filing for a patent may be prevented 
from obtaining a patent. 


Fees 


Q. What are the Patent Office fees* for 
obtaining a patent? 


A. The fees are as follows: 
1. On filing an application for a 


patent: 
PyesiaMentity fo. ee $150.00 
By other than a small 
SIUMLV AR Met a tye corr se $300.00 
2. For grant of a patent: 
By asmallentity: «222253; $350.00 
By other than a small 
CNUCV on, shh .s Woes $700.00 


Payment of additional fees, such as 
completion fees, is sometimes re- 
quired. See Schedule 2 of the 
Patent Rules. 


* Effective July 1, 1985. Fees subject to 
change without notice. 
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What is a “small entity”? 


The term “small entity” is used to 
designate an independent inventor or a 
small business concern. A small business 
concern, in relation to an invention, 
means a business whose gross annual 
revenue is not more than $2 million. It 
does not include a business concern that 
is engaged in: 
(1) manufacturing and employs more 
than 100 employees, or 
(ii) asector other than manufacturing 
and employs more than 50 persons. 


General Enquiries 
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Q. Will the Patent Office advise the inventor 
if the invention is patentable and whether 
he or she should file an application? 


A. No. Regulations prohibit the Patent Of- 
fice from expressing an opinion on an 
invention until a formal application is 
filed. A registered patent agent should 
be consulted. 
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Q. How may one contact the Patent Office to 
obtain more information? 


A. The telephone number of the Patent 
Office is (819) 997-1936 and the mailing 
address is: 

The Patent Office 

Enquiries Section 

Consumer and Corporate Affairs 
Canada 

Ottawa, Ontario KIA OE1 


Q. How can one get a copy of the Patent Act 
and the Patent Rules? 


A. Copies of both the Patent Act and the 
Patent Rules can be purchased from the 
Canadian Government Publishing Cen- 
tre, Mail Order Section, Supply and 
Services Canada, Ottawa, Ontario KIA 
0OS9, or from any bookstore selling gov- 
ernment publications. Prices may be 
obtained on request. 


A Wealth of Technological 
Information 


The Patent Office is Canada’s largest 
source of technological information. It 
contains over 1.2 million Canadian patents, 
4.5 million U.S. patents and most of the 
patents from most industrialized countries. 
All issued patents, as well as some foreign 
patent applications, are open to public 
inspection. 

The information contained in patents not 
only covers all fields of technology but may 
very well be the most up-to-date information 
in any given field. Indeed, it is estimated that 
about 70 per cent of the information con- 
tained in patents, depending on the 
technology, is unavailable elsewhere. 

The technological information is detailed 
and practical to the point that a person who 
is skilled in that field of technology can work 
the invention from the information given. 
Care must be taken, of course, not to in- 
fringe other patents still in force. 

Also included in the patent document is 
information concerning who owns the rights 
to any particular patent. 


Why Use Patent Information 


A search of patent documents enables one 


ies 


Keep abreast of developments in a given 
field of technology 


Avoid duplication 
Find solutions to technological problems 
Find products to manufacture or market 


Identify competitors, suppliers and 
customers 


(Sica 


Determine infringement and 
patentability situations 


Eye 


Evaluate different technologies 
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Glossary 


Abstract An abstract is a condensation of the 
technical content of the disclosure and 
should include a description of the ad- 
vance made in the art and the utility of 
the invention. It should consist of a 
single paragraph of 50 to 250 words. 


Allowance Allowance is the signing of an 
application by an examiner indicating 
that the examiner is satisfied that the 
application meets the requirements of 
the Patent Act and the Patent Rules. 


Assignment An assignment is the vehicle 
through which the inventor sells all or 
part of his or her interest in the patent or 
in the application. 


Caveat A caveat is a document filed with the 
Patent Office describing the invention as 
far as it has been developed. If the 
inventor has not yet completed the 
invention and 1s concerned others might 
patent it, this description filed as a 
caveat will ensure that the Patent Office 
will advise the inventor if anyone else 
files an application to patent the same 
invention within the year following the 
filing of the caveat. However, the caveat 
does not give the inventor any right to 
exclude others from making, using or 
selling the invention in Canada. 


Claims A claim in a patent defines what the 
patentee has exclusive rights to. It is not 
a listing of the advantages and benefits 
flowing from the invention. The wording 
of the claims determines the extent of 
protection granted by the patent. 


Compulsory Licence If a patent has not been 
worked in Canada within three years of 
issue, an application for a compulsory 
licence may be filed with the Commis- 
sioner of Patents. After a hearing is 
held, the Commissioner decides whether 
a licence should be given and, accord- 
ingly, sets the terms of the licence, 
including royalties. The compulsory li- 
cence thus helps to strike a balance 
between protecting the interests of in- 
ventors and encouraging economic 
development. 


Disclosure The disclosure is a written de- 
scription of the invention. 


Intermediary An intermediary is any organi- 
zation with which the Directorate of 
Intellectual Property enters into an 
agreement to provide assistance to those 
requesting technological information. 


Licence A licence allows another person, 
other than the inventor, to use the 
invention, usually in return for payment 
of royalties. The rights under the patent 
are retained by the inventor. 


Patent Pending This term is used to inform 
the public that an application for a 
patent is on file in the Patent Office. 
There are no exclusive rights associated 
with the term, nor does it mean that a 
patent will necessarily be granted. 


Petition A petition is a formal written request 
signed by the inventor(s) or assignee 
which is submitted to the Commissioner 
of Patents, asking that a patent be 
granted for the invention claimed. 


Prosecution The prosecution of a patent 
application involves all of the actual 
steps that must be undertaken by an 
inventor in order to obtain a patent 
through the Patent Office. 


Registered Patent Agent A registered patent 
agent is a person who is trained in the 
specialized practice of patent law and 
who is registered to practice before the 
Canadian Patent Office after passing an 
examination set by the Commissioner of 
Patents. 


Searching A search of patent documents 
means looking for any patented inven- 
tion which may resemble one’s inven- 
tion. The searching is done through the 
“prior art,” which is a collection of all 
the inventions in a particular class of 
patents. 
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QUESTIONS AND ANSWERS ABOUT PATENTS 
FOR INVENTIONS 


To assist inventors and the public, the Canadian Patent Office has assembled 
answers to the following common questions often put to it about patenting inventions 
in Canada. 


7. Q. What is a patent? 


A. A patent is a grant by the Government of Canada giving an inventor the right 
to exclude others from making, using or selling his invention within Canada. 


2. Q. What is an invention? 


A. An invention is any new and useful process, machine, manufacture or com- 
position of matter, or any new and useful improvement thereof. 


3. Q. What subject matters are dealt with by Copyrights, Industrial Designs and 
Trademarks rather than by Patents? 


A. Copyrights deal with original literary, musical, dramatic and artistic works. 
The term of a Copyright is for the life of the author plus 50 years. 
Industrial Designs deal with ornamentation of any article of manufacture. 
This includes any shape, feature or ornamentation, the object of which is an 
aesthetic effect. Functional or utilitarian features may not be the subject of 
an Industrial Design. The term of an Industrial Design is for 5 years and is 
renewable for an additional 5 years but no longer. 
Trademarks deal with marks used to distinguish a particular article or service 
from other similar articles or services. The term of a Trademark is for 15 
years and is renewable every 15 years indefinitely. 


4. Q. How long is a patent effective? 


A. Seventeen years from the date on which it is issued. 


5. Q. Once a patent has been issued, are any further fees required to keep it in 
force? 


A. No. Once a patent has been issued, it remains in effect for 17 years without 
the payment of any additional fees. 


6. Q. May the term of a patent be extended? 


A. No. There is no provision in the Patent Act to extend patents beyond the 
seventeen year term. 


10. 


(DE 


12. 


After a patent has expired, has the inventor any exclusive rights in his 
invention? 


No. After a Canadian patent has expired, anyone may make, use or sell the 
invention in Canada provided they do not infringe other patents. 


Does a Canadian patent protect an invention in foreign countries? 


No. Protection in foreign countries can only be secured by obtaining patents 
in such countries. 


Do foreign patents protect an invention in Canada? 


No. Protection in Canada can only be secured by obtaining a Canadian patent. 


What subject matter may be patented? 


A patent may be granted to the inventor of new and useful processes, ma- 
chines, manufactures or compositions of matter, or new and useful improve- 
ments thereto, which show inventive ingenuity. 


If | wrote an article which was published in a magazine, and which described 
my invention, could | still obtain a patent? 


A patent may be granted provided the invention was not described in any 
patent or publication printed anywhere in the world more than two years 
before an application for a patent is filed. The invention also should not have 
been in public use or on sale in Canada more than two years before an 
application is filed. 


What subject matter is unpatentable? 
Some things which are not normally patentable are: 


(a) an improvement to a known device which improvement would be 
obvious to a person skilled in the art; 

(b) a device or material whose only difference from older devices is a mere 
change in size, shape or degree; 

(c) a device which has an illicit object in view; 

(d) a device which has no use; 

(e) an inoperative device; 

(f) printed matter (this may be subject to copyright protection); 

(g) a mere idea or suggestion; 

(h) a scientific principle; 

(i) a method of doing business; 

(j) anew variety of horticultural plant; 

(k) new works of art; 

(1) a method of treating patients; 
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(m) trade marks; 

(n) recipes for dishes or drinks; 

(o) designs; 

(p) the discovery of a naturally occurring substance; 

(q) a computer program per se; 

(r) a process (or the product of a process) that depends entirely on artistic 
skill and leads to an ornamental effect. 


Who may obtain a patent? 


Any inventor or anyone who derives title in the invention from the inventor 
may obtain a patent by complying with the requirements of the Patent Act. 


Who may file an application for a patent? 


Any inventor or his assignee may file an application. 


When is a representative for service required? 


An applicant for patent who is not a resident in Canada, or does not maintain 
an address in Canada must at the time of filing his application, nominate a 
Canadian resident to act as his representative for service. This representative 
is the person upon whom notice of proceedings will be served when the 
patent issues. The representative for service does not act as agent for the 
prosecution of the application before the Patent Office unless he is also a 
Registered Canadian Patent Agent, appointed to act as patent agent for the 
application. If the representative is not the person filing the nomination, 
there must be a signed statement from him accepting his nomination as 
representative. 


How does one obtain a Canadian patent? 


By making a proper application to the Commissioner of Patents, Ottawa, 
K1A OE1 Canada. The application will be examined to determine if it is 
patentable. 


Should one prepare his own patent application? 


As the preparation and prosecution of patent applications is quite complex 
it is recommended that inventors consult a Patent Agent trained in this 
specialized practice and registered to practice before the Canadian Patent 
Office to do this work. A list of Registered Agents living in any particular 
region of Canada may be obtained free of charge by writing to the Commis- 
sioner of Patents. Unregistered Agents frequently advertise their services, 
but they are not authorized to practice before the Canadian Patent Office. 
They are not subject to Patent Office discipline, and the Office cannot help 
inventors in dealing with them. 
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What does the term ‘patent pending’ mean? 


It is used to inform the public that an application for patent is on file in the 
Patent Office. By itself it has no legal significance nor does it mean that a 
patent will necessarily be granted. Until a patent is granted for it, an inven- 
tion may be used by others. 


What papers are required when filing a patent application? 


A petition, an abstract, a disclosure, a drawing if the invention can be illus- 
trated, claims and a filing fee. 


What is a petition? 


This is the formal request made by the inventor or his assignee for the grant 
of a patent. An example of a petition form is shown in Form 1 of the Patent 
Rules. 


What is an abstract? 


An abstract is a condensation of the technical content of the disclosure and 
should include the advance made in the art and the utility of the invention. 
It should consist of a single paragraph of 50-250 words. An example of an 
abstract is shown in Form 22 of the Patent Rules. 


What is a disclosure? 


The disclosure is a written description of the invention. An example of the 
type of disclosure required is shown in Form 22 of the Patent Rules. 


What are claims? 


A claim in a patent is a distinct and explicit statement of what the invention 
is. It is not a listing of the advantages and benefits flowing from the inven- 
tion. The wording of the claims determines the extent of protection granted 
by the patent. An example of claims is shown in Form 22 of the Patent Rules. 


How can / get a copy of the Patent Act and the Patent Rules? 


Copies of both the Patent Act and the Patent Rules can be purchased from 
Government of Canada Bookstores across the country. Prices may be ob- 
tained on request. 


What are the Patent Office fees for obtaining a patent? 


The fees are as follows: 


1. On filing an application for patent $50.00 
2. For each claim in independent form in excess of two 10.00 
3. For each claim in excess of ten 2.00 
4. For grant of a patent 80.00 


plus 
— for printing the first 25 pages of specification 


and drawings or any part thereof 20.00 
— for printing each page of specification 
and drawings in excess of 25 1.00 


Sometimes additional fees are required, such as completion fees. See 


Schedule B of the Rules. 
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Are drawings necessary? 


If the invention can be illustrated in a drawing, a drawing must be filed. 


ls a model of the invention necessary? 


Models are not to be submitted unless requested by the Patent Office. They 
are seldom required. 


ls it advisable to conduct a search of prior patents before applying for a 
patent? 


Yes. It may be found that the invention is claimed in some prior patent. In 
such case a patent could not be granted. A search may save the expense of 
filing an application which would be rejected. If an invention is shown 
(without being claimed) in patents or other publications more than two years 
before the application for patent, it would also be refused. 


Where can a search be made? 


At the Patent Office in Place du Portage, Hull, Quebec. The Classification 
Division will give direction to an inventor as to where a search should be 
made. 


If | make a search of the Patent Office records and find no patents the same 
as my invention, can! be certain that | will be granted a patent and that! can 
put my invention into commercial use without infringing any patents? 


No. Searching the prior art is a skilled job requiring experience. It may be 
that you have failed to recognize the significance of certain prior patents. If 
you file an application for a patent, the worst that can happen is that your 
application will be rejected. However if you intend to put your invention into 
commercial use without applying for a patent, you should first consult a 
Registered Patent Agent in case you infringe prior patents. 


ls there a fee required to make a search of the Patent Office records? 


No. Any individual may make a search free of charge. 
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Can | make a search of Canadian patents without visiting the Patent Office? 
There are two ways this can be done. 


(a) A registered patent agent will search the prior patents for you. He will, 
of course, charge a fee for this service. 

(by) By writing to the Commissioner of Patents, you can obtain a list of all 
the patents issued on whatever subject you specify. The cost will be 
$0.25 a page. Using this list you can order duplicates of the actual 
patents, as either paper or microfiche copies. Paper copies of patents 
numbered up to 445,930 cost $0.25 a page, and higher-number copies 
cost $1.00 each; microfiche copies of any patents cost $0.25 each. 


To help you determine which patents to purchase, you may consult the 
weekly publication called the Patent Office Record, which up to April 1, 
1976 published abstracts of all patents granted the previous week. The 
P.O.R. is available in most larger public libraries. 


Can anyone make a search of the Patent Office records for research or pur- 
poses other than patenting? 


Yes. You are welcome to search the Patent Office files of Canadian and 
foreign patents for any purpose. However, copies of foreign patents that are 
filed by number rather than subject matter may be inconvenient to search. 


How may | purchase copies of the Patent Office Record? 


The Patent Office Record is available from Supply and Services Canada 
Publishing Centre, 270 Albert St., Ottawa K1A OF9. The Canadian subscrip- 
tion price is $26.00 a year (52 issues) or $1.00 a copy. 


Does the Patent Office conduct searches for inventors? 


No, but the Patent Office will assist inventors by advising what parts of the 
official records should be searched. 


Will the Patent Office advise me if my invention is patentable and whether | 
should file an application? 


No. Regulations prohibit the Patent Office from expressing an opinion on an 
invention until a formal application is filed. A Registered Patent Agent should 
be consulted. 


What is a Caveat? 


If an inventor has not yet completed his invention, and is concerned that 
others might patent it, he may file with the Patent Office a description of the 
invention in so far as it has been developed. The document filed is known as 


38. 


oo. 


40. 


41. 


42. 


a caveat. The caveator will be informed if any one else files an application to 
patent the same invention in the year immediately following the filing of the 
caveat. The caveat may also have some value in proving when the invention 
was made. However a caveat does not give the inventor any right to exclude 
others from using the invention. It is not until the inventor has filed an appli- 
cation for patent and been granted a patent that he is entitled to any exclu- 
sive rights to the invention. A caveat is not an application for patent, and its 
value is limited. 


What happens when two inventors apply separately for a patent for the same 
invention? 


The Patent Office will determine which is the earlier inventor, based on 
evidence submitted by the inventors, and grant the patent to the first inventor. 


When should | apply for a patent? 


In view of the possibility of another inventor filing an application for the 
same invention, application should be made as soon as the invention has 
been completed. Furthermore if the invention becomes known, is used, or is 
described in a publication two years before the application is filed, a patent 
will not be granted. 


/f two or more inventors work together to make an invention, to whom will 
the patent be granted? 


If each had a share in the ideas forming the invention, they are joint inventors 
and should file a joint application. The patent will be issued to them jointly. 


If one person furnishes all of the ideas to make an invention, and another 
person employs him or finances the building and testing of the invention, 
should they file a joint application? 


No. The application must be filed giving the name of the inventor. That is 
the person who furnished the ideas. However it may be filed by the employer 
as assignee of the inventor if accompanied by evidence of assignment. The 
employer would own the invention if the inventor was engaged by him to 
make inventions, or had agreed in his contract of employment to assign his 
inventions to his employer. 


If anyone finds out about an invention on sale in a foreign country but which 
has never been patented, described or offered for sale in Canada, could he 
obtain a patent for it? 


No. A patent may be obtained by the true inventor only or his legal assignee, 
and not by someone who has learned of the invention of another. 
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(A) Q. If an inventor wishes to obtain a patent in a foreign country, must he 


(B) 


apply for a patent in Canada first? 


A. No. He may apply in any country unless, as in the case of war inventions, 
he contravenes the Official Secrets Act. Also Public Servants may not 
file without official consent. 


Q. Can an inventor obtain a patent in Canada if he has applied first in other 
countries? 


A. Yes. However, he must apply in Canada before the foreign patent is 
granted to him, or, if such patent has been issued to him, he must apply 
in Canada within twelve (12) months of the first foreign application. 


May a patent be granted if the inventor dies before filing an application? 


Yes. The application may be filed by the inventors’ personal representatives, 
e.g. his executor or heir. 


May an inventor sell or transfer his right to his patent or application to 
someone else? 


Yes. He may sell all or any part of his interest in his patent or application 
by assignment. The application must give the name of the inventor and 
include the document assigning the invention to the new owner. (See Ques- 
tion 41). Examples of assignment forms are shown in forms 23 to 27 of the 
Patent Rules. 


Does the Patent Office assist inventors to develop and market their invention? 


No. However some provincial agencies may provide limited marketing 
assistance. 

If an applicant states, when paying the fee on the grant of his patent, that he 
wishes to make it available for licence or sale, this fact will be noted in the 
Patent Office Record, free of charge, when the patent issues. 

At any time during the life of the patent, if the patentee wishes to make it 
available for licence or sale, a notice to that effect will be published in the 
Patent Office Record for a fee of $5.00. 


May Canadians who own patents in foreign countries obtain assistance in 
marketing their patents abroad? 


Assistance may be provided by Canadian Trade Commissions in foreign 
countries to Canadians who wish to licence their foreign patents in those 
countries. Enquiries should be addressed to, Industrial and Trade Enquiries 
Division, Dept. of Industry, Trade and Commerce, 112 Kent St., Ottawa, 
K1A OHb5. 
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May Canadian patents owned by foreigners be licenced to Canadian manu- 
facturers? 


Yes. Canadian manufacturers may obtain information on patents available 
for licence by writing to Industrial and Trade Enquiries Division, Dept. of 
Industry, Trade and Commerce, 112 Kent St., Ottawa, K1A OH5 or to the 
patentee. 


If an inventor obtains a patent on his invention, will it protect him against 
other persons who assert that he is infringing their patent when he makes, 
uses or sells his invention? 


No. There may be in existence other basic patents for which the new inven- 
tion is an improvement. In this case the new inventor would infringe the 
basic patents and could not make, use or sell his invention without the con- 
sent of the owners of the basic patents. Similarly others may not use his 
invention without his consent, even though they make improvements to it. 
As questions of infringement and validity of patents are often complex, the 
advice of a Registered Patent Agent should be sought. 


Does the Patent Office help a patentee prosecute others if they infringe the 
rights granted by his patent? 


No. If a patent is infringed the owner may sue the infringer in the courts. 
It is the owner’s responsibility to protect his rights. 


ls there any government guarantee that a patent is valid? 


No, but all patents are legally presumed valid until proven otherwise. 


How soon after an application is filed will a patent be granted? 


This will depend on how well the application is prepared, whether there are 
prior patents for very similar inventions, whether any other person files an 
application for the same invention, and upon other factors. The average time 
from the filing of an application to the granting of a patent is about 21 
years. Sometimes applications may issue within a year. If several inventors 
have filed applications for the same invention, issuance of a patent will be 
delayed until it is decided which was the first inventor. 


/s there any way an inventor can hasten prosecution of his application? 


He may request a Special Order under Rule 38 of the Patent Rules. If he can 
satisfy the Commissioner of Patents, by affidavit, that any delay in the 
granting of a patent would prejudice his rights, or would not be in the 
public interest, his application will be advanced out of routine order for 
examination. Of course there may still be delays in getting a patent if unusual 
prosecution problems develop. 

There is a special fee required when requesting a Special Order. 
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58. 
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60. 


l/s it necessary to visit the Patent Office in Ottawa to prosecute an application? 


No. Business with the Patent Office is conducted by correspondence. Inter- 
views with examiners can be arranged if necessary, but prosecution must be 
conducted in writing. 


May an applicant write directly to the Patent Office about his application 
after it is filed? 


The Patent Office will answer inquiries from an applicant about the status or 
progress of his application if he has not employed a Patent Agent. If he has 
employed an Agent, all correspondence must be conducted through him. 


Will the Patent Office disclose an invention to others before a patent issues? 


No. All Patent Office personnel are sworn not to divulge any information 
about patent applications to the public. No information about patent appli- 
cations is available to the public until a patent issues. 


After an application is filed, may changes be made to it? 


Errors may be corrected but no new matter may be introduced. The claims 
can be altered any time before allowance so long as they are supported by 
the original description of the invention. 


What recourse is available if an examiner refuses to grant a patent on an 
application? 


The applicant may request the Commissioner of Patents to review the action 
of the examiner. If this review also results in a refusal to grant a patent, he 
may appeal to the Federal Court. 


/f a patentee has a patent for a new product and a new process for making 
the product, would this prevent another person who invented a new and 
different process for making the product from obtaining a patent? 


No. The other person may obtain a patent for his new process. He will not 
however obtain a patent for the product and cannot use his invention to 
make the product without a licence to do so. 


/f a patentee has a patent on a product, may he prevent another person from 
importing the product into Canada? 


Yes. The patent grants the right not only to exclude others from making but 
also from using and selling the invention in Canada. 
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63: Q. 


Can a patentee withhold his invention from the market? 


A patentee need not market his invention in Canada, but if he fails to do so, 
or abuses his patent rights, others may apply to the Commissioner of Patents 
for a compulsory licence to use the patent, or the patent may in some cir- 
cumstances be revoked. 

A compulsory licence may be granted to import or sell medicines manu- 
factured abroad, in the production of which the invention has been used. A 
compulsory licence may also be granted to use a patent for an invention 
capable of being used in the production or preparation of food. 


How can! obtain the addresses of foreign Patent Offices? 


If you write to the Commissioner of Patents, the addresses will be supplied 
if they are available. 


How may | telephone the Patent Office? 


The Patent Office telephone number is (819) 997-1936. After business hours 
telephone messages may be left at (613) 996-5133. 


©Minister of Supply and Services Canada 1976 


Cat. No.: RG43-7/1976 
ISBN 0-662-00201-6 
Contract No. OKT6-1301 
Printed by 


D. W. Friesen & Sons Ltd., 
Altona, Manitoba, Canada 
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